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EXAMINER S ANSWER 



This is in response to the appeal brief filed February 14, 2007 appealing from the Office 
action mailed January 5, 2005. 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
substantially correct. The changes are as follows: 

NEW GROUND(S) OF REJECTION 
Claims 3, 7-10, 18, 24, 28-31 are rejected under 35 U.S.C. 112, first paragraph. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 
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(8) Evidence Relied Upon 



4,430,997 



DIGIOVANNI et al. 



02-1984 



5,575,802 



MCQUILKIN et al. 



11-1996 



2002/0104199 



CHEN 



08-2002 



(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



2. Claims 1, 2, 4, 5, 7, and 21-26, are rejected under 35 U.S.C. 102(b) as being 
anticipated by U.S. Patent No. 5,575,802 to McQuilkin et al. 

Regarding Claims 1, 21, 22, McQuilkin discloses a surgical clip with a first arm 
(12), a second arm (142), and a U-shaped bridge (16) connecting them [see Fig. 1 ; 
Column 1 , lines 55-67]. McQuilkin discloses a deformable retainer (deformable 
particularly at hinge 144) extending from arm (142). The deformable retainer 
(140/144/126/128) has a length greater than Pi times the distance between the arms 
when the arms are substantially parallel [as shown in Fig. 2]. The distance between the 
arms is 2 mm [Column 3, line 1 1], and the length of the retainer portion (140), as 
measured from the hinge in an arcing trajectory to the edge (1 52) is significantly greater 



States. 
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than 3 times the distance between the parallel arms. Examiner estimates that the 
length of the retainer portion (140) is 1 1 mm. 

Regarding Claims 2 and 23, McQuilkin discloses a surgical clip with a retainer 
having a thickness smaller than the thickness of the first arm. The thickness of the 
retainer is measured at hinge (144). The first arm has a thickness of 3 mm and the 
hinge portion of the retainer has a thickness of 1mm [Column 3, lines 10 and 13; Fig. 2]. 

Regarding Claim 4 and 25, McQuilkin discloses a retainer with a sharp tip. 
Retainer portion (140) has a sharp tip at tooth (150) and retainer portion (126/128) has 
a sharp tip at tooth (1 26). 

Regarding Claims 5 and 26, McQuilkin discloses a retainer that is decouplable 
from one of the arms. If one were to disassemble hinge (1 6), then one would sever one 
arm from the other, decoupling the first arm (12) from the retainer (140). 

3. Claims 17 and 18 are rejected under 35 U.S.C. 102(b) as being anticipated 
by U.S. Patent No. 4,430,997 to DiGiovanni et al. 

DiGiovanni discloses a multiple clip applier for applying clips as disclosed by the 
applicant. DiGiovanni's clips (11) each have a first arm, a second arm, and a U-shaped 
bridge connecting them. Each clip has a deformable ("deflectable") retainer at its end 
[Column 4, lines 46-54]. Each retainer has a length of at least Pi times the distance 
between the arms when the arms are substantially parallel, as shown in Figure 5A. As 
is observable from Fig. 5A, the average distance between the two arms is much less 
than the length of the retainer, as measured perpendicular from the longitudinal axis of 
the clip [see Attachment #1]. 
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4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

5. Claims 1 , 3-6, 21 -25 and 28 are rejected under 35 U.S.C. 1 02(e) as being 
anticipated by Publication No. US 2002/0104199 A1 to Chen. 

Regarding Claims 1, 3, 4, 21-25 and 28, Chen discloses a first arm, a second 
arm, a U-shaped bridge connecting them, and deformable retainers extending from 
each arm, as labeled in Attachment #2. Since the clip is made out of "metal wire" the 
whole clip can be characterized as deformable. The clip is of a similar construction to 
the common paper clip, which is commonly known to be easily bendable. No structure 
is given to the word "retainer" in claim 1, and therefore anything that is capable of 
retaining something can be considered a retainer. Each retainer (labeled in Attachment 
#2) has a sharp tip. The deformable retainers each have a length more than 3.14 times 
the distance between the first arm and the second arm. 

Regarding Claims 5 and 6, the retainer could be wrapped around either or both 
arms and be maintained by friction. 
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New Grounds of Rejection 

Claim Rejections - 35 USC § 1 12 

6. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

7. Claims 3, 7-10, 18, 24 and 28-31 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the enablement requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. 

Claim 3 recites the limitation of "said at least one deformable retainer extending 
from one of said arms includes two deformable retainers, one extending from each of 
said arms". This limitation is not enabled because the specification does not provide 
any support for the retainer including two deformable retainer. The limitation implies 
that the first retainer has two more deformable retainers attached to said first retainer. It 
is also unclear as to how said one retainer includes two deformable retainers and still be 
extending from each arm. Claims 7, 24 and 28 are similar to claim 3 and are rejected 
for the same reasons presented above. Claims 8-10 and 29-31 are rejected since the 
claims are dependent upon claims 7 and 28. 

Claim 18 recites the limitation "said at least one clip comprises a plurality of 
surgical clips", which is not enabled because the Appellant has not provided any 
support in the specification of the clip comprising a plurality of clips. Again, this 
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limitation implies that the clip itself has additional structural elements comprising a 
plurality of clips. 

(10) Response to Argument 

Rejections under the McQuilkin reference : 
For better illustration of the McQuilkin reference, Fig. 1 and 2 are provided below. 
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As to claims 1 , 21 and 22, the Appellant is arguing that McQuilkin teaches a clip 
comprising arms having rubber linings 1 8 and 1 9 that do not allow for any separation 
distance between the arms when the arms are parallel. As stated before, the rubber 
linings 18 and 19 are not considered part of the arms. McQuilkin teaches the arms 12, 
14 and lining 18,19 to be separate elements constructed from different materials. 
Furthermore, what the Examiner is considering as the arms is limited to the structural 
elements illustrated in the figures above. Whether the rubber liner is removable or not 
is irrelevant because there is still a space or distance between the structural elements of 
arms 12 and 14. Moreover, the recited claims include open-ended transitional phrases 
(comprising) which do not limit the invention to only the recited elements. Therefore, 
the clip of McQuilkin having arms 12, 14 still anticipates the claimed invention, with or 
without the rubber lining. 

With regards to the Appellant's argument concerning the intended purpose of 
McQuilkin, a recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. In a claim drawn to a 
process of making, the intended use must result in a manipulative difference as 
compared to the prior art. See In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967) 
and In re Otto, 312 F.2d 937, 939, 136 USPQ 458, 459 (CCPA 1963). Furthermore, the 
clip of McQuilkin, even without the rubber lining, can still be used as a surgical clip. The 
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space between the arms 12,14 could easily be filled by a body tissue, such as an organ, 
within the arms. 

With regards to the retainer extending n times a distance between the arms, the 
illustrated Figures clearly shows the retainer is greater than 3.1 42 the size of the 
distance. 

With regards to retainer not extending in the direction of the arm, McQuilkin 
clearly shows the retainer extending in a direction from the jaw, as shown above. 

As to claims 2 and 23, the Appellant is arguing that McQuilkin does not disclose 
the clip having one arm that is thicker than the retainer. However, the claims merely 
recite an arm having a first thickness and the retainer having a second thickness 
smaller than the first thickness. It should be noted that the claims do not limit the 
retainer or the arm to only having one thickness each. Therefore, the thickness of the 
retainer in the area of hinge is smaller than the thickness of the first arm. 

As to claim 4 and 25, the Appellant is arguing that McQuilkin does not teach a 
retainer having sharp tip. Since the Appellant does not recite any structural elements to 
further define a "sharp tip", it is pointed out in the Figures above that McQuilkin does 
teach a "sharp tip". 

As to claims 5 and 26, the Appellant is arguing that McQuilkin does not teach a 
retainer that is decouplable. However, it should be noted that the Appellant has not 
provided any structural elements that performs said function. Therefore, the retainer of 
McQuilkin is fully capable of being decoupled by means of severing the retainer at the 
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hinge 144. The limitation "decouplable" is merely defined as being able to decouple. 
Thus, McQuilkin teaches a retainer that is able to be decoupled. 

As to claims 7, 24 and 28, the Appellant merely states that "McQuilkin does not 
disclose a retainer with a single associated arm and without a sharp tip". However, as 
pointed above in the response to claims 4 and 25, McQuilkin does teach an arm with a 
sharp tip. Furthermore, Figs. 1 and 2 are illustrated above showing two arms and two 
tips. This interpretation of the McQuilkin clip is similar to how a human arm can have a 
hand attached at the distal end of the arm. 

Rejections under the DiGiovanni reference : 

With regards to claims 1 7 and 1 8, the Appellant argues that the clip of 
DiGiovanni is used for ligation. However, the intended use of the clip is irrelevant so 
long as it anticipates the structural limitations recited in the claim. Furthermore, as best 
seen in Fig. 5A, DiGiovanni teaches a clip having arms that are substantially parallel to 
each other while still maintaining a separation distance between the two arms. 

Claim 18 is further rejected under 112, first paragraph, because the specification 
does not provide any support for a clip comprising a plurality of clips. This limitation 
suggest that the clip has a plurality of clips attached to said clip but does not provide 
support for said limitation. 
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Rejections under the Chen reference : 

For better illustration of the Chen reference, Fig. 5 is provided below. 

Direction of 
Extension 



Thickness 
of retainer 




With regards to claims 1, 3-6 and 21-25, the Appellant agues that Chen does not 
teach a deformable retainer extending past one end of the arms. However, this 
limitation does not limit to which direction the retainer is extending towards. 
Furthermore, the illustrated Figure above clearly shows where the retainer extends 
from. 

It should also be noted that Chen teaches a deformable paper clip, and that the 
end being referred to above as the retainer is fully capable of extending to any direction 
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since the retainer is able to deform. The intended use of Chen's device is again 
irrelevant because the clip is fully capable of being used as a surgical clip. There is 
nothing preventing a person from using a paper clip as surgical clip or a surgical clip to 
hold papers. So long as the structure taught by Chen is fully capable of performing the 
function of a surgical clip, then the device anticipates the claim. An example of this 
would be a pen being used as a tracheotomy tube. 

Furthermore, Chen clearly teaches the clip having a sharp tip. Sharp is defined 
as adapted to pierce and it is well known in the art that a paper clip tip can be used to 
pierce a paper, or with enough force, a person's skin. 

With regards to the arguments concerning the thickness of the retainers and the 
arms, it is again noted that the Appellant has not clearly stated which section of the arm 
or retainer is referring to, i.e., is the thickness referring to the length of the arm or 
retainer about a longitudinal axis or is the thickness referring to a cross-section of the 
axis. Therefore, as clearly shown in the Figure above, Chen teaches the retainers 
having a thickness that is less than the thickness of the arm. 

Response to Reply Brief filed on October 25, 2005, files subsequent to the first 
Examiner's Amendment mailed on August 23, 2005. 

The appellant argued the rejections under 35 USC 112, first paragraph, by 
stating that the specification discloses support for "two deformable retainers" and a 
"plurality of surgical clips". This is not found persuasive. 
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The cited disclosure in page 2 of the Reply Brief does not teach the claimed 
limitation of " said at least one deformable retainer extending from one of said arms 
includes two deformable retainers ". This limitation implies that said one of the retainers 
comprises two additional retainers associated with that one retainer , i.e., the "one" 
retainer is actually composed of two retainer structures. The appellant's argument that 
the specification does provide support for the clip having two retainers is moot because 
it does not provide support for a retainer (not the clip) comprising two deformable 
retainers. 

The arguments regarding the rejection of the limitation "said at least one clip 
comprises a plurality of surgical clips" is not found persuasive for the same reasons 
above. The claim implies that one surgical clip is comprised of a plurality of clips. 
Instead of reciting the "clip comprising a plurality of clip", the appellant could have 
recited the "kit comprising a plurality of clips". 

With regards to the McQuilkin reference, the appellant argued that Figs. 21-24 
provide support a decouplable retainer. However, this argument is moot because the 
claimed invention does not recite any structure for how the retainer is decouplable. 
Instead, it merely states that the retainer has the ability "or able" to be decoupled. As 
such, the retainer of McQuilkin is fully cap able of being decoupled. 

With regards to the Chen, the Examiner's interpretation of the Chen reference 
still teaches a retainer that is fully capable of having a length that is n times the distance 
between the arms since the retainer (the remaining portion not labelled as the first arm, 
the second arm and the bridge) is fully capable of being straightened to said distance. 
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(11) Related Proceed ing(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 

This examiner's answer contains a new ground of rejection set forth in section (9) 
above. Accordingly, appellant must within TWO MONTHS from the date of this answer 
exercise one of the following two options to avoid sua sponte dismissal of the appeal 
as to the claims subject to the new ground of rejection: 

(1) Reopen prosecution. Request that prosecution be reopened before the 
primary examiner by filing a reply under 37 CFR 1.111 with or without amendment, 
affidavit or other evidence. Any amendment, affidavit or other evidence must be 
relevant to the new grounds of rejection. A request that complies with 37 CFR 
41.39(b)(1) will be entered and considered. Any request that prosecution be reopened 
will be treated as a request to withdraw the appeal. 

(2) Maintain appeal. Request that the appeal be maintained by filing a reply 
brief as set forth in 37 CFR 41 .41. Such a reply brief must address each new ground of 
rejection as set forth in 37 CFR 41.37(c)(1)(vii) and should be in compliance with the 
other requirements of 37 CFR 41 .37(c). If a reply brief filed pursuant to 37 CFR 
41.39(b)(2) is accompanied by any amendment, affidavit or other evidence, it shall be 
treated as a request that prosecution be reopened before the primary examiner under 
37 CFR 41.39(b)(1). 
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Extensions of time under 37 CFR 1 .1 36(a) are not applicable to the TWO 
MONTH time period set forth above. See 37 CFR 1 .1 36(b) for extensions of time to 
reply for patent applications and 37 CFR 1 .550(c) for extensions of time to reply for ex 
parte reexamination proceedings. 

The appellant filed a Reply Brief on 10/25/2005, which addressed the new 
grounds of rejection provided in the previous Examiner's Answer mailed on 08/23/2005. 
Therefore, the appellant is not required to submit another reply brief to address the new 
grounds of rejection that are maintained in this updated Examiner's Answer. 
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Respectfully submitted, 



Darwin Erezo 



A Technology Center Director or designee must personally approve the 
new ground(s) of rejection set forth in section (9) above by signing below: 



Frederick Schmidt 




RSCHMOT 

oriantffi 



Conferees: 



Antituan Nguyen ' 
Supervisory Patent Examiner 




Johfi ^fvert 
Supervisory Patent Examiner 



